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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the meritsjis 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) E3 Claim(s) 34-58 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) [X] Claim(s) 34-58 is/are rejected. 

7) D Claim(s) is/are objected to. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Claim Objections 

Claims 37-40 and 45-48 are objected to because of the following informalities: it is 
unclear if the applicant is referring to a "non-circular section" to be a "non-circular cross 
section." The claims will be interpreted as best understood. 

Appropriate correction is required. - 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 34-36, 41-44, 49-51, and 56-58 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Birk et al. (US Patent 5,404,297). 

With respect to claim 34, Birk et al. teaches a light fitting having a support surround (14, 
40) and a front facia 56, and a facia retainer 70 for holding the facia in position, the facia retainer 
being resilient for enabling removal of the facia from an installed position thereof by a generally 
. translational movement (Figure 8), the light fitting further having a lamp retainer 60 and a lamp 
92 wherein the lamp is retained by the lamp retainer, the lamp being resiliently biased toward the 
facia such that the lamp may be moved away from the facia against the resilient bias to provide 
access behind the facia to facilitate removal of the facia (Figure 9). 

With respect to claim 35, Birk et al. teaches the light fitting in which the lamp retainer 
forms the front facia (Figure 5). 
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With respect to claim 36, Birk et al. teaches the light fitting in which the lamp retainer 
comprises a tube extending axially in front of the lamp (Figure 5). 

With respect to claim 41, Birk et al. teaches the light fitting in which the support surround 
includes at least one spring arm 50 for holding the light fitting in place on a layer of building 
material 

With respect to claim 42, Birk et al. teaches the light fitting in which the front facia is 
directly retained by the facia retainer to^the support surround (Figure 6), 

With respect to claim 43, Birk et al. teaches the light fitting in which the front facia is 
attached by the facia retainer to an intermediate member 14, the intermediate member being 
connected to the support surround. 

With respect to claim 44, Birk et al. teaches the light fitting in which the intermediate 
member is pivotally coupled to the support surround (Figure 1). 

With respect to claim 49, Birk et al. teaches the light fitting in which the facia retainer 
comprises at least one spring clip 70. 

With respect to claim 50, Birk et al. teaches the light fitting in which a pair of said spring 
clips is provided, located on opposed sides of the light fitting (Figure 5). 

With respect to claim 51, Birk et al. teaches the light fitting in which each spring clip is 
secured to the front facia (Figure 6). 

With respect to claim 56, Birk et al. teaches the light fitting in which the facia includes a 
recessed ledge 84 for engaging the perimeter of a lamp. 

With respect to claim 57, Birk et al. teaches the light fitting which includes a lamp 92, the 
lamp having a flat front surface (Figure 5). 
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With respect to claim 58, Birk et al. teaches the light fitting which comprises a 
downlighter (Figure 1). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 37-40 and 45-48 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Birk et al. 

With respect to claims 37-40 and 45-48, Birk et al. teaches the light fitting as described 
above. However, Birk et al. fails to teach a particular shape for the front facia or intermediate 
member to have a non-circular cross section. It would have been obvious to one of ordinary skill 
in the art at the time of the invention to modify the cross sectional shape of the front facia or 
intermediate member to be non-circular such as hexagonal or square, since it has been held by 
the courts that a change in shape or configuration, without any criticality, is nothing more than 
one of numerous shapes that one of ordinary skill in the art will find obvious to provide based on 
the suitability for the intended final application In re Dailey, 149 USPQ 47 (CCPA 1976) and 
KSR International Co, v. Teleflex Inc., 550 U.S. -, 82 USPQ2d 1385. It appears that the 
disclosed device would perform equally well shaped as disclosed by Birk et al. 

Claims 52-55 are rejected under 35 U.S.C. 103(a) as being unpatentable over Birk et al. 
in view of Winkelhake (US Patent 5,597,234). 
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With respect to claims 52-55, Birk et al. teaches the light fitting with resilient biasing for 
biasing the lamp towards the front facia as described above. However, Birk et al. fails to teach 
the resilient biasing for biasing the lamp towards the front facia is provided by a spring. 
Winkelhake teaches a light fitting comprising a front facia 71 with a lamp 17 and a resilient 
biasing for biasing the lamp towards the front facia is provided by a helical spring 1 1 8 in which 
two said springs are provided (Figure 5), each extending from an end of the lamp opposite a lens 
end thereof to the lamp retainer (Figure 5) and in which each spring extends from an electrical 
connector 126 to the lamp retainer (Column 6, Lines 1 1-28). It would have been obvious to one 
of ordinary skill in the art at the time of the invention to replace the resilient biasing of Birk et al. 
with the helical springs from Winkelhake because "engagement of said spring with said groove 
provides an axial restraint while engagement by said complimentary element in said aperture 
provides a rotational restraint as well as giving said spring a positive orientation" (Winkelhake; 
Column 2, Lines 6-14). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Gromotka (US Patent 6,164,802) and Doubeck et al. (US Patent 5,951,151) teach 
light fittings with resilient retainers. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David J. Makiya whose telephone number is (571) 272-2273. 
The examiner can normally be reached on Monday-Friday 7:30am - 4:00pm (ET). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



supervisor, Jong (James) Lee can be reached on (571) 272-7044. The fax phone number for the 



organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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